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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 07 January 2003 . 

2a)^ This action is FINAL. 2b)n Tills action is non-final. 

3)0 Since tliis application is in condition for allowance except for formal matters, prosecution as to the merits Is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 



4) 1^ Claim(s) 34-39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 34-39 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)0 disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some* 0)0 None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1) 
2) 
3) 



Notice of References Cited (PTO-892) 4) 
Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) 
Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 



I] Interview Summary (PTO-413) Paper No(s). 

Z2 Notice of Infonnal Patent Application (PTO-1 52) 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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Art Unit: 1654 

DETAILED ACTION 

This is in reply to Paper No: 10, received 1/7/03, in which applicant cancelled claims 1- 
33 and 40-45, and amended claims 34-39. 

Claims 34-39 will be examined in this office action. 

Claim Rejections - 35 USC § 112 
Upon further consideration, the rejection of claims 34-39 is withdrawn. 

Claim Rejections - 35 USC § 103 
Upon further consideration, the rejection of claims 34-39 is withdrawn. 

New Rejections 

The disclosure is objected to because it contains an embedded hyperlink and/or other 
form of browser-executable code. Applicant is required to delete the embedded hyperlink and/or 
other form of browser-executable code. See MPEP § 608.01. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 37 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 37 recites: .alignment variations thereof. . .", this is vague and indefinite. Please 
specify the alignment variations. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The Court of Appeals for the Federal Circuit has recently held that a "written 
description of an invention involving a chemical genus, like a description of a 
chemical species, "requires a precise definition, such as by structure, formula [or] 
chemical name', of the claimed subject matter sufficient to distinguish it from other 
materials" University of California v. Eli Lilly and Co., 1997 U.S. App. LEXIS 
18221, at *23, quoting Fiers v. Revel, 25 USPQ 1601, 1606 (Fed. Cir. 1993) 
(background material in original). To fiilly describe a genus of genetic material, 
which is a chemical compound, applicants must (1) fully describe at least one species 
of the claimed genus sufficient to represent said genus whereby a skilled artisan, in 
view of the prior art, could predict the structure of other species encompassed by the 
claimed genus and (2) identify the common characteristics of the claims molecules, 
e.g., structure, physical and/or chemical characteristics, functional characteristics 
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when coupled with a known or disclosed correlation between function and structure, 
or a combination of these. 

Claim 37 recites: "... alignment variations...", this fails to met the 
requirement for written description, by not clearly defining the structure of the 
alignment variations of the invention. 

Claims 38 and 39 are included in this rejection for depending on a rejected 

claim. 

Claim Rejections - 35 USC §102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 

Claims 34-36 are rejected under 35 U.S.C. 102(b) as being anticipated by Klass, 
Developmental Biology, vol. 84, pp. 299-312, 1981. Klass teaches a major sperm protein from 
C. elegans, see page 299. While Klass does not specifically teach that the major sperm protein is 
capable of stimulating female sexual maturation, absent some evidence to the contrary, the major 
sperm protein disclosed by Klass would inherently possess this property. 

Conclusion 



All claims are rejected. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roy Teller whose telephone number is (703) 305-4243. The 
examiner can normally be reached on Monday- Friday from 5:30 am to 2:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumback, can be reached on (703) 306-3220. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-3014. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



/ Application/Control Number: 09/863 ,063 
Art Unit: 1654 



Page 6 



RT 

1654 

4/2/03 



BRENDA BRUMBACK 
SUPBIViSORY mrENT EXAMINER 
TECHNOLOGYCBITER1600 



